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Attorney Docket Number: 11904/185 

IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 

In the Matter of Service Mark Application 
: 

Serial Nos.: 77/147075    : Int’l. Class 35 
  77/975745    : 

: 
Applicant: The Chamber of Commerce of  : 
  the United States of America  : 

: Ex. Atty: Christopher L. Buongiorno  
Filed:  April 3, 2007    : Law Office 102 

: 
Mark:  NATIONAL CHAMBER  : 

United States Patent and Trademark Office 
Trademark Trial and Appeal Board 
P.O. Box 1451 
Alexandria, VA 22313-1451 

 

 

BOX TTAB 
NO FEE 

APPLICANT’S APPEAL BRIEF  

 Applicant, The Chamber of Commerce of the United States of America, hereby appeals 

from the Examining Attorney’s final rejections of Application Nos. 77147075 and 77975745 for 

the mark NATIONAL CHAMBER on the Principal Register and asks the Board to reverse the 

Examining Attorney’s actions and allow the applications to proceed to publication. 

BACKGROUND  

 The examination of the two applications at issue in this consolidated appeal has resulted 

in a complex procedural record.  A full consideration of that record, though, underscores the lack 



of evidence cited by the Examining Attorney in support of the most recent refusals.  Applicant 

will thus take a moment to parse the events that necessitated the filing of this appeal. 

  Applicant filed Serial No. 77147075 on April 3, 2007, seeking to register the mark 

NATIONAL CHAMBER for use in connection with services in International Classes 35 and 45, 

namely, for “providing on line directory information services; providing business information 

and news; membership services, namely providing information about membership benefits and 

providing discounts for the services of others” (Class 35) and for “analysis of data, policy and 

regulatory activity” (Class 45).  Applicant based its application on its intent to use the 

NATIONAL CHAMBER mark in commerce for the specified services. 

 The Examining Attorney initially refused registration as to both classes of services under 

Section 2(e)(1) of the Trademark Act, arguing that the proposed mark “immediately impart[ed] 

information about an important feature, function or purpose of the identified services.”  See 

Exhibit A (Office Action of June 5, 2007).  As Applicant pointed out in its response, though, at 

no point did the Examining Attorney specify what particular “feature, function or purpose” of the 

services was supposedly identified by the mark.  See Exhibit B (Response of Dec. 5, 2007).  In 

addition, Applicant further noted that none of the website printouts on which the Examining 

Attorney was relying to support the alleged descriptiveness of the phrase “NATIONAL 

CHAMBER” even used the phrase, as a mark or otherwise.  See id.   

 Applicant’s primary response, however, was that the mark NATIONAL CHAMBER 

could not be deemed to be descriptive of the services for which registration was being sought, 

especially in light of the amendments Applicant made in its response.  See id.  As Applicant 

pointed out, although the single word CHAMBER could be viewed as descriptive for services 

that referred to “local and state Chambers of Commerce” (which is the reason why Applicant 
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disclaimed exclusive rights in CHAMBER with respect to certain services), there is nothing 

about NATIONAL CHAMBER as a whole that would immediately inform consumers about an 

important feature, function, or purpose of the proposed services.  See id.  Applicant further noted 

that it owned long-standing registrations for the marks NATIONAL CHAMBER (U.S. Reg. No. 

1436813) (now abandoned) and NATIONAL CHAMBER FOUNDATION (U.S. Reg. No. 

2804476) (with FOUNDATION disclaimed), both of which broadly covered “association 

services,” and both of which were issued without a need to show acquired distinctiveness.  

 After considering Applicant’s arguments, the Examining Attorney withdrew the 

descriptiveness refusal as to the Class 45 services, which at the time covered “analysis of data, 

policy and regulatory activity.”  See Exhibit C (Final Office Action of Dec. 27, 2007).  The 

Examining Attorney, however, entered a final refusal as to the Class 35 services, continuing to 

maintain that the mark “immediately imparts information about an important feature, function or 

purpose of the identified services.”  See id.  Once again, though, at no point did the Examining 

Attorney specify what information was supposedly being imparted, nor did he include further 

evidence in support of the grounds for the refusal.  Instead, the Examining Attorney improperly 

dissected the mark and suggested that because the term CHAMBER could be descriptive (e.g., 

when referring to a “chamber of commerce”), and because “the term ‘NATIONAL’ has been 

repeatedly held to be merely descriptive of services that are nationwide in scope,” the mark 

NATIONAL CHAMBER in its entirely must therefore also be descriptive.  See id.    

 Because the descriptiveness refusal as to the Class 45 services had been withdrawn (and 

as there were no other outstanding objections to the registration of the mark for those services), 

Applicant moved to divide the application, putting the services into new Serial No. 77147075.  

See Exhibit D (Request to Divide).  Meanwhile, in the now “parent” application (Serial No. 
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77147075), Applicant amended the description of the Class 35 services to adopt the recitation the 

Examining Attorney proposed and noticed an appeal from the descriptiveness refusal.  See id. 

 The Board instituted the appeal and then remanded the case to the Examining Attorney to 

consider the proposed amendment to the services.  See D.I. 2 (Order of Aug. 1, 2008).  On 

remand, the Examining Attorney objected to the use of “providing business information and 

news” (which description had previously been accepted).  See Exhibit E (Office Action of Aug. 

22, 2008).  Applicant again amended its identification, changing the language to read “providing 

information and news in the field of business.”  See Exhibit F (Response of Feb. 3, 2009).  

 In response, the Examining Attorney continued the refusal as to the description of 

services.  In addition, though, the Examining Attorney for the first time issued an Information 

Request pursuant to 37 CFR 2.61(b), requiring Applicant to specify whether it “will … use the 

proposed mark in connection with a national directory of chambers of commerce.”  See Exhibit 

G (Office Action of Feb. 18, 2009).  The descriptiveness refusal was also continued. 

 Applicant responded and further restricted the portion of the description at issue, setting 

forth the subject matter of the information and news.  The description then stood as follows: 

Providing online directory information services featuring information regarding 
local and state Chambers of Commerce; providing information and news in the 
field of business, namely information and news on current events and on 
economic, legislative, and regulatory developments that can impact businesses; 
administration of a discount program enabling participants to obtain discounts 
on goods and services.  (Class 35) 

Exhibit H (Response of Aug. 7, 2009).  Applicant also responded to the Examining Attorney’s 

Information Request.  Specifically, Applicant informed the Examining Attorney that it intended 

to use the NATIONAL CHAMBER mark for all of the services then at issue in the application, 

which was consistent with Applicant’s claim to entitlement to a Section 1(b) filing basis.  By 

definition then, if the Examining Attorney’s hypothetical service of providing “a national 
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directory of chambers of commerce” (a description that is somewhat vague and is not an 

accepted identification) fell within the scope of the services actually at issue in the application, 

then the answer was “yes.”  However, if such a service would not be considered as being covered 

by Applicant’s description, then information as to any intent (or the lack thereof) to offer such a 

service could not be “reasonably necessary to the proper examination of the application.” 

 The Examining Attorney responded by issuing a second final office action, maintaining 

the descriptiveness refusal, the identification refusal, and the information request.  See Exhibit I 

(Final Office Action of Aug. 12, 2009).  This appeal was then resumed.  Subsequent to the 

issuance of the final office action, however, the Office amended the Acceptable Identification of 

Goods and Services Manual so as to include (almost verbatim) the portion of Applicant’s 

proposed description with which the Examining Attorney had a concern (as well as to include 

“providing information and news in the field of business,” which Applicant had earlier proposed.  

See D.I. 8 (Request to Remand Application).  Applicant therefore requested that jurisdiction 

again be returned to the Examining Attorney so he could consider this new evidence.  See id.. 

 On remand, Applicant submitted the new evidence and amended the recitation of services 

to conform to the now-accepted identification.  See Exhibit J (Response of Nov. 20, 2009).  

Applicant also filed a request to restrict its previous disclaimer of CHAMBER (which had been 

made earlier in the prosecution) to the scope originally intended rather than extending (as it had 

been interpreted by the Examining Attorney) to all of the services at issue, including those that 

did not contain any mention of  a chamber of commerce (such as the service of “administration 

of a discount program enabling participants to obtain discounts on goods and services”).  See id. 

   In response, the Examining Attorney withdrew the refusal as to the identification.  The 

Examining Attorney, though, continued the descriptiveness refusal and the information request, 
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and introduced new evidence that supposedly supported the grounds for rejection.  See Exhibit K 

(Denial of Request for Reconsideration, Dec. 16, 2009).  That evidence and the Examining 

Attorney’s analysis of its applicability to a refusal under Section 2(e)(1) are discussed infra. 

 Prosecution in the child application was likewise quite involved.  As noted, the child 

application was originally divided out from the main application because there were no 

outstanding refusals to the Class 45 services (either substantively or to the identification).  

Applicant was thus hoping and expecting that it could receive a registration promptly. 

 In the first office action following the division, however, the Examining Attorney 

withdrew the approval of the description of the Class 45 services, requesting further amendment.  

See Exhibit L (Office Action of Aug. 27, 2008).  In response, Applicant further restricted its 

description of services.  See Exhibit M (Response of Jan. 30, 2009).  Applicant also filed an 

amendment to allege use so as to prepare the application for allowance.  See Exhibit N (AAU). 

 The Examining Attorney continued the refusal as to the identification, prompting further 

restrictions to (and a change of classification for) the proposed identification.  See Exhibit O (e-

mail exchange discussing proper recitation); Exhibit P (Response of Aug. 7, 2009).  Through this 

process the identification was narrowed from “analysis of data, policy and regulatory activity” in 

Class 45 (which had originally been approved) to “analysis of governmental policy relating to 

businesses and analysis of regulatory activity relating to businesses, all for the purpose of 

promoting the interests of businessmen and businesswomen; business data analysis” in Class 35. 

 Final agreement as to the narrowed scope of the recitation, however, did not end the 

matter.  Following the entry of narrowing amendments, the Examining Attorney reinstated the 

original descriptiveness refusal, notwithstanding the fact that the withdrawal of the original 

refusal was the impetus behind Applicant dividing out the “child” from the “parent” application.  
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See Exhibit Q (Office Action of Aug. 12, 2009).  As before, however, the Examining Attorney 

offered little evidence in support of the refusal.  Instead, the Examining Attorney simply argued 

that because NATIONAL was descriptive of services that are nationwide in scope (citing TMEP, 

§§1209.01(b), 1209.03 et seq.) and because the word CHAMBER supposedly was “descriptive 

of the type of services illustrated in applicant’s identification of services”—a contention for 

which he provided no support—the combination must also be descriptive.  See id.   

 Applicant attempted one last time to clarify matters and also to address (as it did in the 

parent application) the proper scope of Applicant’s original disclaimer of CHAMBER.  See 

Exhibit R (Response of Nov. 20, 2009).  Applicant’s arguments, however, were unfortunately not 

deemed persuasive (although the disclaimer was adjusted), leading the Examining Attorney to 

issue a final refusal in the “child” case that substantially mirrored the refusal issued in the 

“parent” case.  See Exhibit S (Final Office Action of Dec. 16, 2009); cf. Exhibit K.   An appeal 

followed, which appeal the Board later consolidated with the current action.  See D.I. 13.   

 

ARGUMENT  

A. The NATIONAL CHAMBER Mark is Not Descriptive 
 for the Services for Which Registration is Sought 

 It is well settled that a mark is merely descriptive only if it immediately conveys an 

ingredient, quality, characteristic, function, feature, purpose, attribute, or use of the services in 

connection with which it is to be used. See In re Gyulay, 820 F.2d 1216, 1217, 3 USPQ2d 1009 

(Fed. Cir. 1987); In re Abcor Development Corp., 200 USPQ 215, 217 (CCPA 1978).  In this 

context, the word “merely” is to be understood in its ordinary meaning of “only” or “solely.” 

That is, when considered with respect to the services for which registration is being sought, a 

“descriptive” mark, because of its meaning, must do nothing other than describe the services at 
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issue. In re Colonial Stores, Inc., 394 F.2d 549, 157 USPQ 382 (CCPA 1963); In re Quik-Print 

Copy Shop, Inc., 616 F.2d 523, 205 USPQ 505 (CCPA 1980).  In contrast, if some imagination, 

thought, or perception is required to determine the nature of the services for which registration is 

being sought, the mark is instead suggestive, and thus registrable.  See In re Shutts, 217 USPQ 

363, 364-65 (TTAB 1983) (SNO-RAKE not merely descriptive of a snow removal hand tool). 

 Here, Applicant submits that NATIONAL CHAMBER is not descriptive of any feature, 

function, or purpose of any of the below Class 35 services for which registration is being sought: 

(1) Providing online directory information services featuring information 
regarding local and state Chambers of Commerce;  

(2) Providing information and news in the field of business, namely, 
information and news on current events and on economic, legislative, and 
regulatory developments as it relates to and can impact businesses;  

(3) Administration of a discount program enabling participants to obtain 
discounts on goods and services;  

(4) Analysis of governmental policy relating to businesses and analysis of 
regulatory activity relating to businesses, all for the purpose of promoting 
the interests of businessmen and businesswomen; or  

(5) Business data analysis. 

Indeed, and as Applicant repeatedly noted during prosecution, the Examining Attorney has never 

articulated what particular “feature, function, or purpose” of each of the above services the 

phrase NATIONAL CHAMBER in its entirety supposedly immediately describes.    

 While it is true, as the Examining Attorney has pointed out, that the term “NATIONAL” 

is descriptive of services that are nationwide in scope, see TMEP §1209.03(o), and the term 

“CHAMBER” is commonly used to refer to a “chamber of commerce” (which is why Applicant 

disclaimed that portion of the mark in connection with the first of the five services set forth 

above), those facts do not render the unitary phrase NATIONAL CHAMBER de jure descriptive 

for every service a chamber of commerce may happen to offer nationwide, such as “providing 
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online directory information services,” “administration of a discount program,” or “ providing 

news and information in the field of business.”  After all, it is axiomatic that the descriptiveness 

of a mark can only be evaluated within the context of the specific services for which registration 

is being sought, and that to be descriptive the mark must do nothing other than describe those 

specific services at issue.  Here, however, the phrase NATIONAL CHAMBER tells consumers 

nothing about the nature of any of the five services Applicant proposes to offer under the mark.  

 For example, what information about the service of “providing information and news in 

the field of business” supposedly is immediately conveyed to the consumer through the use of 

the phrase “NATIONAL CHAMBER” by Applicant as a trademark?  Or what features of the 

service of “business data analysis” or of the “administration of a discount program” are 

immediately being revealed?  To be sure, the NATIONAL CHAMBER mark may suggest to 

some consumers who are unfamiliar with Applicant’s long use of and association with the name 

“National Chamber”1 some characteristic of the source of the services in question (e.g., that the 

entity providing the “information and news” is a chamber of commerce), but that is not the point.  

To be regarded as descriptive, the mark must “immediately tell[] something about the … 

services,” see, e.g., TMEP, §1209.01(a) (emphasis added), which is not the case here.   

 Moreover, even if the mark NATIONAL CHAMBER in its entirety is regarded as 

conveying some information about the actual services to be offered under the mark rather than 

about the source (although Applicant submits that there is no evidence that is the case), it must 

be kept in mind that “one may be informed by suggestion as well as description.” See In re 

Reynolds Metals Co., 178 U.S.P.Q. 296, 297 (CCPA 1975).  Consequently, a trademark is not 

                                                 
1 For years, Applicant was known as the “National Chamber,” and many consumers continue to refer to it as such 

today.  Also, Applicant has used and continues to use formatives of the NATIONAL CHAMBER mark in 
connection with “association services.”  See, e.g., Ex. T (registrations for NATIONAL CHAMBER (U.S. Reg. 
No. 1436813) (abandoned), NATIONAL CHAMBER FOUNDATION (U.S. Reg. No. 2804476) 
(FOUNDATION disclaimed), and NATIONAL CHAMBER LITIGATION CENTER (U.S. Reg. No. 2892713).  
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rendered merely descriptive simply because a person encountering the mark might recognize a 

suggestion regarding the nature of the services being offered.  See, e.g., In re Nalco Chemical 

Co., 228 U.S.P.Q. 972, 973 (TTAB 1986) (holding that VERI-CLEAN is suggestive, not merely 

descriptive, of applicant’s cleaning additives).  On this point, the Board's decision in In re TMS 

Corporation of the Americas, 200 U.S.P.Q. 57, 59 (TTAB 1978), is particular instructive.  In that 

case, the Board determined that THE MONEY SERVICE for money transfer services was too 

broad to describe the applicant’s services with immediacy and particularity and was therefore 

suggestive, rather than descriptive.  See id. (explaining that because the mark “THE MONEY 

SERVICE” is composed of commonly used words of the English language it suggests a number 

of things, but yet falls short of describing applicant’s service in any degree of particularity). 

Applicant submits that at best, NATIONAL CHAMBER similarly suggests, but does not 

describe with any degree of particularity, the range of services for which registration is sought.  

 In light of the above, Applicant submits that because there is no evidence that the mark 

NATIONAL CHAMBER describes a characteristic, function, or feature of any of the services at 

issue, the descriptiveness refusals issued in the applications on appeal are unsupported and 

should be withdrawn.  Further, Applicant notes that any doubt in determining the registrability of 

the mark should be resolved in favor of Applicant as anyone who believes that they will be 

damaged by the registration will have an opportunity to oppose and to present evidence to that 

effect.  See, e.g., In re Stroh Brewery Co., 34 USPQ2d 1796, 1797 (TTAB 1995). 

B. Applicant’s Response to the Information Request  
 About its “Intent to Use” the Mark Was Proper 

 In addition to refusing registration based on supposed descriptiveness, the Examining 

Attorney has also refused registration with regard to the first of the five above services (namely, 

“providing online directory information services featuring information regarding local and state 
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Chambers of Commerce”) on the basis that Applicant supposedly failed to comply with a request 

for information issued by the Examining Attorney.  Applicant respectfully submits, however, 

that it responded to the request in full and as best it could given the vague nature of the request. 

 Specifically, the Examining Attorney asked during prosecution of Serial No. 77147075 

whether Applicant intended to “use the proposed mark in connection with a national directory of 

chambers of commerce?”  See, e.g., Exhibit G.  According to the Examining Attorney, this 

request (which was first raised by the Examining Attorney in the fourth Office Action) was 

precipitated by a review of Applicant’s original response to the first Office Action, wherein 

Applicant stated that it had not yet begun to use the mark for the services at issue.  See id.; cf. 

Exhibit B (Applicant raised its nonuse to illustrate why the website evidence on which the 

Examining Attorney was claiming to rely for the descriptiveness refusal was not probative). 

 As required by Trademark Rule 2.61(b), Applicant responded to the request.  However, 

the phrasing of the Examining Attorney’s question—referring to “a national directory of 

chambers of commerce”—did not lend itself to an unambiguous “yes/no” response.2  Applicant 

therefore responded by reaffirming its intent to offer services that fell within the scope of the 

identification at issue, which at the time included “providing online directory information 

services featuring information regarding local and state Chambers of Commerce.”  See Exhibit 

H.  And because it is presumed for examination purposes (both as to descriptiveness and for the 

potential for confusion) that an applicant is using (or intends to use) a mark for all of the services 

covered by the identification, see, e.g., TMEP, §1402.07(a), Applicant maintained that its 

response provided all of the information necessary for a proper examination.  See Exhibit H.   

                                                 
2 For example, it is not clear what supposedly would constitute a “national directory of chambers of commerce,” 

which phrase is not considered an accepted ID.  Is a directory of local chambers a “national directory” if it is 
offered over the Internet?  Must such a directory only include chambers of commerce that operate nationwide?     
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 The Examining Attorney, however, disagreed, insisting that Applicant respond “with a 

‘yes’ or ‘no’ answer.”  See Exhibits I, S.  At no point, though, did the Examining Attorney 

explain why the information Applicant already provided was supposedly insufficient to permit 

the Examining Attorney to make a proper examination of the application.  After all, if, as 

discussed previously, see supra, the service of providing “a national directory of chambers of 

commerce” (assuming there is agreement as to the meaning of that phrase) can fairly be regarded 

as being included within the scope of “providing online directory information services featuring 

information regarding local and state Chambers of Commerce,” then Applicant’s admission that 

it intends to offer the latter must (by definition) be considered an acknowledgement that it may 

also offer the former.  On the other hand, if offering a “national directory of chambers of 

commerce” is not be covered by the current identification, any intent on the part of Applicant to 

offer such services could not then be considered “reasonably necessary to the proper examination 

of the application” because those services would not be at issue in the application. 

 Rule 2.61(b) provides that an Examining Attorney may require an applicant to furnish 

“such information and exhibits as may be reasonably necessary to the proper examination of the 

application.”  37 CFR §2.61(b).  Typically, such requested information is of a strictly factual 

nature—e.g., advertising and promotional material that show how the mark is to be used; 

statements by the applicant as to whether a mark has a meaning in the industry or trade.  Here, 

however, the request for “information” was essentially in the form of a legal inquiry, with 

Applicant being asked whether it regarded the service of providing “a national directory of 

chambers of commerce” to fall within the scope of the services at issue.  It was (and is) 

impossible, however, for Applicant to answer that question as there is no general consensus as to 
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what would constitute providing “a national directory of chambers of commerce,” let alone 

whether such a service would fall within the scope of the identification.  

 Applicant’s response should therefore be deemed appropriate.  Applicant responded to 

what it regarded to be an indefinite request by providing information (to wit, that it intends to use 

the NATIONAL CHAMBER mark to offer, among other services, an online directory with 

information about local and state chambers of commerce) that was sufficient to permit the proper 

examination of the application.  The request for information should therefore either be 

withdrawn or considered satisfied.  See In re SPX Corp., 63 USPQ2d 1592, 1597 (TTAB 2002) 

(explaining that an applicant has “several options” when responding to a request for information, 

including “submitting the required … material” or “disput[ing] the legitimacy of the request”).     

  

CONCLUSION  

 As set forth above, there is no competent evidence to support the descriptiveness refusal, 

and Applicant responded fully to the request for information.  Applicant thus respectfully 

requests that the Board reverse the Section 2(e) descriptiveness refusal and deem the request for 

information either satisfied or inappropriate (and therefore withdrawn).   

Respectfully submitted, 
 
KENYON & KENYON LLP 

 
 
Dated:  May 11, 2010   By: /William M. Merone/  _ 

Edward T. Colbert 
William M. Merone 
KENYON &  KENYON LLP 
1500 K Street, NW; Suite 700 
Washington, D.C. 20005 
Tel.: (202) 220 - 4200 
Fax: (202) 220 – 4201 

Counsel for Applicant 
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